TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 95-3421
Appl i cation 08/045, 323*

Bef ore CALVERT, ABRAMS and CRAWFORD, Adm ni strative Patent
Judges.

CALVERT, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 9 to

18, 20 and 212 Cains 1 to 8, the other clains renmaining in

! Application for patent filed April 7, 1993.

2 W note that although appellant cancelled claim19 in
the Amendnent Under Rule 116 filed July 29, 1994 (Paper No.
(conti nued. ..
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the application, stand withdrawn from consi deration as being
directed to a nonelected invention. 37 CFR § 1.142(hb).

Claim?2l1 is representative of the appeal ed subject nater,
and reads:

21. An article of manufacture for disinfecting a nedical
sharp for use on a patient, conprising:

a medi cal sharp having a syringe housing and coupl ed
needle with a tip; and

a disinfectant housing neans integrally coupled to said
syringe housing, said disinfectant housing neans for hol ding
di si nfectant and including a disinfectant reservoir and a
reservoir sleeve in conmunication with said reservoir, said
reservoir sleeve of said disinfectant housi ng nmeans bei ng
initially held fixed apart fromthe tip before use of said
needl e and after use of said needle said reservoir sleeve is
di spl aceabl e away from said syringe housing to at |east
partially enclose said needle, including the tip, and said
needle and the tip remain in their fixed positions relative to
sai d syringe housing before and after use of said nedica
shar p.

The references applied by the examner in the fina

rejection are:

2(...continued)
6), the exam ner included claim19 as one of the “clains
rejected” in part 3 of the Advisory Action of August 22, 1994
(Paper No. 9), and as one of the clains under rejection in the
exam ner's answer. However, in view of the indication in
Paper No. 9 that the proposed anendnent woul d be entered upon
the filing of an appeal, we will consider claim19 as having
been cancel | ed.
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Ar mao 3, 134, 380 May 26,
1964

Hal | 4,416, 663 Nov.
22, 1983

M ski nyar 4,894, 054 Jan.
16, 1990

Spier et al. (Spier) 4,921, 490 May 1,
1990

Har t 5,188, 614 Feb.
23, 1993

Boese 5, 195, 983 Mar. 23,
1993

The clains stand finally rejected under 35 U S.C. § 103
as unpatentabl e over the follow ng conbi nati ons of references:
1. Clainms 9, 11, 12, 14, 16, 20 and 21, over Hall in view of
Boese or Spier.

2. Clainms 13 and 18, over Hall in view of Boese or Spier,
further in view of Arnao.

3. Clainms 10 and 15, over Hall in view of Boese or Spier,
further in view of M skinyar

4. Claim17, over Hall in view of Boese or Spier, further in
view of Hart.

W will first consider the rejection of claim?21, the
br oadest cl aimon appeal.

Appel I ant and the exam ner both seemto agree (brief,

page 4; answer, page 4) that the recited structure differs
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fromthat of Hall in that Hall does not disclose a reservoir
sleeve which is “initially held fixed apart fromthe tip
before use.” Rather, in the Hall apparatus, the tip 18 of
needle 12 is within the sleeve 26 before use (col. 5, lines 4
to 11). The exam ner, however, contends that such a
nodi fication of the Hall syringe would have been obvi ous
because (answer, pages 3 to 4):

if one were willing to forego the advant ages of

having the disinfecting reservoir contact the needle
before use (i.e. assuring that the needle is sterile

bef ore use) as does Hall, it would have been obvi ous
to one of ordinary skill in the art to “fix” or

mai ntain the sleeve away fromthe needle until after
use.

Al so, referring to the needl e guard di scl osed by Boese and the
| ockabl e spring/cover of Spier, the exam ner asserts that
(answer, page 4):

It would have been obvious to one of ordinary skil
in the art to use the retraction/ extensi on system of
either Spier et al or Boese in the invention of Hall
when one did not wish the sleeve 26 to cone into
contact with the needle until after use or if it
were felt that the sleeve would interfere with use
if not in a locked retracted position during use.

After fully considering the record in light of the

argunments presented in appellant's brief and the exam ner's
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answer, we conclude that the subject matter recited in claim
21 is patentable over the prior art applied.

Under 8103, the teachings of references can be conbi ned
only if there is sone teaching, suggestion or incentive to do

so. ACS Hospital Systens, Inc. v. Mntefiore Hospital, 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). W do
not find any such teaching or suggestion here. The purpose of
the Hall apparatus is to automatically sterilize the syringe
needl e after each inoculation, while still permtting rapid
successi ve uses of the sanme syringe (col. 1, lines 35 to 39).
In the Spier and Boese syringes, by contrast, the shield or
guard is | ocated over the end of the needle after use, which
woul d prevent rather than allow rapid reuse of the sane
needle. As we understand the exam ner's position, it is that
it woul d have been obvious to utilize the guard-operating
system of Spier or Boese to control the action of Hall's

di si nfectant reservoir/sleeve 26, but we perceive no
notivation for one of ordinary skill to do this, for the

sl eeve woul d then be |ocked in the forward position after one
use and the needle could not be rapidly reused. W also do
not consider that there would be any suggestion to one of

5
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ordinary skill to fix sleeve 26 of Hall away fromthe tip of
the needle prior to its first use; since the purpose of Hall's
apparatus is to allowa multitude of inoculations to be nade
by the sane needle in rapid succession, it is not evident what
woul d be gained by nodifying it in this fashion.

Accordingly, the rejection of claim21 wll not be
sustained. The rejection of clains 9, 11, 12, 14, 16 and 20,
which are nore limted than claim 21 and are rejected over the
sane conbi nation of references, wll |ikew se not be
sustained. W also wll not sustain the rejections of clains
10, 13, 15, 17 and 18, since the additional references applied
t her eagai nst do not supply the deficiencies noted with regard

to the conbination of Hall in view of Boese or Spier.

Concl usi on

The exam ner's decision to reject clains 9 to 18, 20 and

21 is reversed.

REVERSED
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